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OFFICE ACTION SUMMARY 



□ Responsive to communication (s) filed on ■ 

□ This action is FINAL. 

□ Since this application is in condition for allowance except for formal matters prosecution as to the merits is closed in 
accordance with the practice under Ex parte Quayle, 1 935 D.C. 1 1 ; 453 O.G. 21 3. 

SHwS^^ abandoned. (35 U.S.C. § 1 33). Extensions of time may be obta.ned under the protons of 37 CFR 

1.136(a). 

Disposition of Claims 

rj /-^/ 2. is/are pending in the application. 

m Claim(s) L _£2 ■ — ^ witndrawn from consideration. 

J* Of the above, claim(s)_ _ — is / are allowed. 

□ aaim < s > ' is/are rejected. 

□ Claim < s) is/are objected to. 

LJCIaim(s) / ^/-^ ' are subject to restriction or election requirement. 

£K Claim(s) l<^& ^ 

Application Papers 

□ See the attached Notice of Draftsperson's Patent Drawing Review, PTO-948. 

□ «--^.*«E-« 

Q The proposed drawing correction, filed on . — »— 1 

□ The specification is objected to by the Examiner. 

□ The oath or declaration is objected to by the Examiner. 

Priority under 35 U.S.C. § 119 

□ Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 119(a)-(d). 

□ All □ Some* □ None of the CERTIFIED copies of the priority documents have been 

Q received. 

□ received in Application No. (Series Code/Serial Number) 



□ received in this national stage application from the International Bureau (PCT Rule 17.2(a)). 



♦Certified copies not received: m 



□ Acknowledgment is made of a claim for domestic priority under 35 U.S.C. § 1 1 9(e). 
Attachment(s) 

□ Notice of Reference Cited, PTO-892 

□ Information Disclosure Statement(s), PTO-1449, Paper No(s). 

□ Interview Summary, PTO-4 13 

□ Notice of Draftperson's Patent Drawing Review, PTO-948 

□ Notice of Informal Patent Application, PTO- 1 52 

-SEE OFFICE ACTION ON THE FOLLOWING PAGES- 
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Restriction to one o£ the following inventions is retired under 
35 U.S.C. § 121: 

I Claims 1-20 and 51-62, drawn to a modified serrne hydrolase 
and a method of making, classified in Class 435, subclass 221. 

„ Claims 21-30 and 43-50, drawn to a method of forming a pep- 
ti de bond a incorporating an amino acid into a polypeptide, classified 

in Class 435, subclass 69.1. " 

III. Claims 31-37, drawn to a method of resolving racemic alco- 
hols, classified in Class 435, subclass 280. 

XV. Claims 38-42, drawn to a method of attaching a chiral morety 
to a substrate, classified in Class 435, subclass 135. 

The inventions are distinct, each from the other because of the 

following reasons: 

mentions I and (II-IV) are related as product and process of 
use The inventions can be shown to be distinct if either or both of 
the following can be shown: ,1. the process for using the product as 
claimed can be practiced with another materially different product or 
,2, the product as claimed can be used in a materially different pro- 
cess of using that product (M.P.E.P. S 806.050,,, . In the instant 
case the product as claimed can be used in a materially different pro- 
cess. The modified enzyme can be used in any of the different methods 
of Groups II - IV to make different substances. 

croups- II - IV are drawn to method of maRing different substances 
and therefore are patentably distinct. 



Serial No. 09/436,513 
Art Unit 1652 



-3- 



Because these inventions are distinct for the reasons given above 
and have acquired a separate status in the art because of their recog- 
nized divergent subject matter, as shown by their different classifi- 
cation, restriction for examination purposes as indicated is proper. 

Applicant is advised that the response to this requirement to be 
complete must include an election of the invention to be examined even 
though the requirement be traversed. 

Any inquiry concerning this communication or f ar \ ier p ^^f a " 
tions from t£e examiner should be directed to Charles L /^terson 

nor^y^ea^hef ofany 3af of the ^ frl^to A^until 4:00 pm. 

if attempts to reach the examiner by telephone are unsuccessful, 
the eiLlnerT sup^rvfsor, Ponnathapu Achutamurthy can be reached on 
(703) 308-3804. The fax phone number for this Group is ( /UJ) ^uo 
7401. 

Any inquiry of a general nature or relating to the status of this 
applic^tionThouid be directed to the Group receptionist whose tele- 
phone number is (703) 308-0196. 

Patterson 
August 15, 2000 
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